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Claims 5-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

in claim 5, line 8 recites "when used in conjunction with a second nail pulling 
detail". It is unclear if the "second nail pulling detail" is intended to be a positive 
limitation of the claim. The recitation appears to be merely an inferential inclusion 
because, certainly, this "second nail pulling detail" is not structurally correlated with any 
other structure previously recited in the claim. Where is the "second nail pulling detail" 
located and what is it connected to? The claim certainly does not answer these 
questions and that is why the claim is vague and indefinite. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hreh in view of Smith. 

Hreh shows a prying tool having an L-shaped flat bar 12,16 having a V-shaped 
nail pulling detail, a secondary prying surface 18 having a second V-shaped nail pulling 
detail. 

Smith teaches that the distal end of the L-shaped portion of a prying tool may 
have a plurality of fingers. 
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To provide a plurality of fingers at the distal end of the L-shaped portion of the 
prying tool of Snnith would have been obvious for one skilled in the art at the time the 
invention was made in view of the disclosure of Smith. One of ordinary skill in the art 
would have been motivated to do this in order to provide the tool with additional prying 
applications to improve the versatility of the tool. The sizes chosen for the width and 
thickness of the tool is no more than an obvious matter of design choice absent a 
showing of criticality for these features. In any case the Smith and Hreha tools appear 
to show approximately these same sizes. The plurality of fingers in Smith may be 
termed nail and staple pulling detail since these fingers are capable of prying both nails 
and staples. 

Claims 1-4 are allowed. 

Applicant's remarks have been given careful consideration. It is wholly unclear 
why applicant considers the "second nail pulling detail" to be a positive limitation of the 
claim. If the "second nail pulling detail" is intended to be a positive limitation of the 
claim it is peculiar that applicant didn't bother to structurally correlate the "second nail 
pulling detail" with any other structure previously recited in the claim. The new art 
rejection of claims 5 and 9 was precipitated by the new breadth of scope presented by 
applicant's recent amendment to these claims. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 



Application/Control Number: 10/667,993 



Page 4 



Art Unit: 3723 

TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert C. Watson whose telephone number is 571 272- 
4498. The examiner can normally be reached on Mon. - Thurs. , 5:30am - 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph J. Hail III can be reached on 571 272-4485, The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. ^ i 
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